THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
witten for publication in a law journal and (2) is not binding precedent
of the Board.
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Mark H Sterner and Ronald S. O Zane

Appeal No. 95-2456
Appl i cation No. 07/059, 895*

ON BRIEF

Before WINTERS, WILLIAM F. SMITH and LORIN, Administrative Patent Judges.

LORIN, Administrative Patent Judge.

DECISION ON APPEAL

Thi s appeal was taken fromthe exam ner=s deci sion
rejecting claim47, the only claimremaining in the

appl i cation.

! Application for patent filed May 7, 1993. According to appellants, the application is
a continuation of Application 07/915,430, filed July 17, 1992, now abandoned.
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Claim47, which is illustrative of the subject
matter on appeal, reads as follows:

A process for preparing a | egum nous snack food
conprising the steps of:
precondi tioning | egunes by soaking the | egunes in
water at a tenperature of approxinmately 212 degrees
fahrenheit such that the | egunes are hydrated to a
noi sture content between 52% and 55% by wei ght;
next, cooking the | egunes, the nethod for cooking the
| equmes chosen fromthe [ist consisting of:
subnerging the legunes in water and boiling the
wat er at a pressure higher than anbient
pressure;
di sposing the legunes in a rotating vessel and
heating the | egunes with steam under pressure;
next, cooling the | egunes by i Mmersing the | egunes in
wat er having a tenperature of |ess than
approxi mately 90 degrees fahrenheit;
next, dehydrating the | egunes at approxi mately anbi ent
pressure by blow ng noisture | aden air thereover at
a velocity of between approxi mately 500 and
approximately 1,500 fpm and gradually | owering the
tenperature and relative humdity of the air bl own
thereover froman initial tenprature of
approxi mately 235 degrees fahrenheit and an initia
relative humdity of approximately 50%to a fina
tenperature of approximately 160 degrees fahrenheit
and a final humdity of approximately 10% until the
noi sture content of the legunmes is in the range of
approximately 6% to 8% by weight, so as to
mtigate the problemof incurring a Maillard
reaction;
next, enrobing the | egunmes by binding the | egunmes with
flavoring; and
wherein the | egumes are chosen fromthe |ist
consi sting of:
pi nt o beans;
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pi nk beans;

red beans;

bl ack beans;
navy beans;

bl ack eye beans;
ki dney beans;
gar banzo beans;
lentils; and
peas.

The references relied on by the exam ner are:

Schaf f ner 2,402, 675 Jun. 25, 1946
Thonmpson et al. (Thonpson) 3,291, 615 Dec. 13, 1966
Mader 3, 738, 848 Jun. 12, 1973
Sterner et al. (Sterner) 4,871, 567 Cct. 3, 1989

Marion Julia Drown (Drown), ASoybeans and Soybean
Products as Food@ M scell aneous Publication No. 534,
U S. Departnent of Agriculture, |Issued Decenber 1943.

The i ssue presented for review is whether the
exam ner erred in rejecting claim47 under 35 U S.C. '103
over Schaffner taken together wi th Thonpson, Mader, Drown
and Sterner.

On consideration of the record, including the final
rejection (paper no. 8), brief (paper no. 10), exam ner=s

answer (paper no. 11) and reply brief (paper no. 12), we

reverse the exam ner=s rejection.

Di scussi on
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We concl ude that the exam ner has not established a
prima facie case of obviousness for the reasons stated in
appel lants= Reply Brief. W agree with the Reply Bri ef
that the only way to arrive at the clained nethod is to
i nperm ssi bly use appel |l ants= specification as a
bl ueprint.

As this court has stated, >virtually al
[inventions] are conbinations of old elenents. =
Environmental Designs, Ltd. v. Union G| Co., 713
F.2d 693, 698, 218 USPQ 865, 870 (Fed. Cir. 1983),
cert denied, 464 U.S. 1043 (1984); see also
Richdel, Inc. v. Sunspool Corp., 714 F.2d 1573,
1579-80, 219 USPQ 8, 12 (Fed. CGir. 1983) (>Most, if
not all, inventions are

conmbi nations and nostly of old elenents. =).
Therefore an exam ner may often find every el enent
of a claimed invention in the prior art. |If
identification of each clainmed elenent in the
prior art were sufficient to negate patentability,
very few patents would ever issue. Furthernore,
rejecting patents solely by finding prior art
corollaries for the clainmed el enments would permt
an examner to use the clainmed invention itself as
a blueprint for piecing together elenents in the
prior art to defeat the patentability of the
cl ai med invention. Such an approach woul d be >an
i1l ogical and inappropriate process by which to
determ ne patentability.= Sensonics, Inc. v.
Aerosonic Corp., 81 F.3d 1566, 1570, 38 USPQd
1551, 1554 (Fed. Cir. 1996).

To prevent the use of hindsight based on the
i nvention to defeat patentability of the
I nvention, this court requires the examner to show
a notivation to conbine the references that create
t he case of obviousness. In other words, the
exam ner nust show reasons that the skilled
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artisan, confronted with the sane problens as the

i nventor and with no knowl edge of the cl ai ned

i nvention, would select the elenents fromthe cited
prior art references for conbination in the nanner
cl ai med.

In re Rouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457-
8

(Fed. GCr. 1998).

The exam ner=s answer sets out eight claim
[imtations not provided for in Schaffner. In nost
i nstances an additional reference is relied upon to
overconme a particular mssing limtation and to evidence
conventionality; although in some cases, the m ssing
limtations are described as being Anell within the
purview of a skilled artisan@ (exam ner=s answer, p. 7)
or as Aan art recogni zed paraneter @ (exam ner=s answer,
sentence bridging pp. 7-8). However, we are provided no

reason why one of ordinary skil

woul d want to make all these changes to Schaff ner=s
soybean
drying process to arrive at appellants= | egum nous snack-
maki ng process, which does not involve soybeans.

Combi ning prior art references wthout evidence of

such a suggestion, teaching, or notivation sinply
takes the inventor's disclosure as a blueprint
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for piecing together the prior art to defeat
patentability--the essence of hindsight.

In re Denbiczak, 50 USPQ2d 1614, 1617 (Fed. G r. 1999)

Si nce Al o] bvi ousness can not be established by hindsight
conbi nation to produce the clained invention, @ln re

Dance, 160 F. 3d 1339, 1343, 48 USPQ2d 1635, 1637 (Fed.

Cr. 1998), a prima facie case of obviousness has not
been established and, accordingly, we reverse the

rejection.

REVERSED

HUBERT C. LORIN
Adm ni strative Patent Judge

SHERVMAN D. W NTERS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
WLLIAMF. SM TH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

HCL/ ki s
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